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DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner

finally rejecting clainms 1-16, which constitute all of the

! Application for patent filed March 17, 1994.
1
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clainms of record in this application.

The appellants’ invention is directed to a nethod of
encapsul ating waste material for safe disposal thereof (clains
1-15) and to a waste encapsul ation system (claim16). The
claims before us on appeal have been reproduced in an appendi X
to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Stein et al. (Stein) 4, 886, 164 Dec. 12,
1989
Gllo et al. (Gallo) 5,186, 351 Feb. 16
1993
Mai ns et al. (Mains) 5,196, 132 Mar. 23,
1993

THE REJECTI ON

Clainms 1-16 stand rejected under 35 U S.C. §8 103 as being
unpat ent abl e over Stein in view of Gallo and Mi ns.

Rat her than attenpt to reiterate the exam ner’s ful
comentary with regard to the above-noted rejection and the
conflicting viewpoints advanced by the exam ner and the
appel l ants regarding the rejection, we nake reference to the

final rejection (Paper No. 9) and the Exam ner’s Answer (Paper
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No. 12) for the reasoning in support of the rejection, and to
the Appellants’ Brief (Paper No. 11), for the argunents

t her eagai nst .

OPI NI ON

The objective of the appellants’ invention is to provide
a waste treatnment nmethod and systemthat incorporate the ease
of conventional waste containers conmbined with secure, safe
di sposal (specification, page 3). |In furtherance of this,
method claim 1l sets forth the steps of providing arigid
cont ai ner havi ng di sposed therein a |iner of sufficient
rigidity that it is self-supporting in the absence of the
rigid container and being substantially inpernmeable to |iquids
and substantially resistant to chem cal degradation, placing
waste material in the liner through an opening, sealing the
liner by formng a substantially liquid inperneable seal over
t he openi ng thereby encapsul ating the waste material in the
liner, and renmoving the liner fromthe rigid container prior
to disposal of the liner containing the waste materi al .

| ndependent systemclaim 16 contains simlar limtations. On
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page 4 of the Answer, the exam ner has taken the follow ng
positions:

(1) It would have been obvious to one of ordinary
skill in the art to have enpl oyed the self
supporting material teaching of Gallo, et. al.
notivated by the handling requirenents and the top

seal teaching of Mains, et. al., notivated by the

i ntended container contents, in the construction of
the device of Stein, et. al. The nmethod clained
woul d have been obvious to one of ordinary skill in

the art in light of the intended use.

(2) It is well known and wi dely accepted to

separately di spose of waste container |iners and

contents while retaining the outer container, as in

househol d waste contai ners, notivated by the cost

savi ngs.
We do not agree with these conclusions, fromwhich it foll ows
that we do not agree that the conbined teachings of these
three references establish a prina facie case of obvi ousness
with regard to the subject matter of the appeal ed clains.
Therefore, we will not sustain the rejection. Qur reasoning
fol |l ows.

Stein discloses a container for nedical waste such as
needl es and syringes. It conprises a rigid outer box (10) and

arigid inner box (30), between which is a flexible plastic

bag (50). These three elenents are attached together (colum
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2, lines 45-52), as by staples (48). An insert (30) having a
sl ot (46) through which waste is received is disposed inside
the inner box. Wen the inner box is full, the plastic bag is
tucked in over the insert and a cover (64, 80 or 90) is placed
inside the inner box to close the container. Then, the entire
container is disposed of. Wth regard to the requirenents of
i ndependent claim 1, Stein does not teach the step of renoving
the liner containing the waste material fromthe rigid
container. Wth regard to those of independent clains 1 and
16, Stein does not teach a liner that is of sufficient
rigidity to be self supporting in the absence of the rigid
container, as well as being substantially inperneable to
liquids and substantially resistant to chem cal degradati on.
In this regard, the inner box of Stein is not inperneable to
liquids and resistant to chem cals; that which is, the plastic
liner, is not self supporting.

A tank especially suited for transporting slurries such
as Wi ne grapes is the subject of the Gallo reference. It
conprises arigid franme (5 within which is a plastic
container (4). Wether or not the container is self

supporting in the absence of the frane is not explicitly
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taught. However, it is described as being “supported by”
(colum 1, lines 37-38) and “supported within” (colum 2, |ine
3) the frane, and is shown in Figure 2 as being within the
frame when being enptied, which does not sustain wthout
reservation a conclusion that it is self supporting outside
the frame. Also in this regard, there is no nmention of the
cont ai ner being operative outside of the frame, or that it and
its cargo are handl ed, nmuch | ess di sposed of, separate from
t he frane.

Mai ns di scl oses a container for a dry cleaning product.
It conprises a plastic tub having a sealed plastic top, within
which is contained a unit dose of dry cleaning product. Wen

t he

container is placed in dry cleaning solvent, it dissolves,
allowing the product within to mx with the sol vent.

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skil
inthe art. See, for exanple, In re Keller, 642 F.2d 413,

425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina

faci e case of obviousness, it is incunbent upon the exam ner
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to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See
Ex parte O app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).

The nere fact that the prior art structure could be nodified

does not meke such a nodification obvious unless the prior art
suggests the desirability of doing so. See In re Gordon, 733
F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr. 1984).

The three conponents of the Stein container - the outer
box, the inner box, and the internediate plastic bag - are
attached together and are di sposed of together. |In order to
neet the terns of the clains, Stein's inner box, which is
rigid, and plastic bag, which provides liquid inperneability
and resistance to chem cal degradation, would have to be
detached fromthe outer box and replaced with a single el enent
that has these qualities, and is separately disposable. To
make these changes would result in conpletely discarding the
Stein nmethod, changing it fromthrow ng away the entire
container to throwing away only the inner liner, and woul d
totally reconstruct the Stein container, elimnating all but

the outer support and replacing the two i nner conponents with
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one. W fail to perceive any teachi ng, suggestion or
i ncentive which would have | ed one of ordinary skill in the
art to do so, except for the hindsight accorded one who first
vi ewed the appellants’ disclosure. This, of course, is
i nperm ssible as a basis for deprecating an invention. See In
re Fritch, 972 F.2d 1260, 1266, 23 USPQd 1780, 1784 (Fed.
Cr. 1992).

SUMVARY

The rejection i s not sustained.
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The deci sion of the exam ner is reversed.

REVERSED

Neal E. Abrans )
Adm ni strative Patent Judge )
)
)
)
Law ence J. Staab ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
John F. Gonzal es )
Adm ni strative Patent Judge )
t di
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